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Reply to final Office Action dated August 28, 2003 

REMARKS/ARGUMENTS 

Claims 14-23 and 25-29 remain in the application for further prosecution. Claim 24 has 
been cancelled. 
§112 Rejection 

Claim 24 was rejected under 35 U.S.C. § 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which the Applicants 
regard as the invention. Claim 24 has been cancelled. 
§ 103 Rejections 

Claims 14-29 were rejected under 35 U.S.C. § 103(a) as being unpatentable over U.S. 
Patent No. 5,851,148 to Brune et al. ("Brune") in view of U.S. Patent No. 5,828,768 to Eatwell et 
al. ("Eatwell") and further in view of U.S. Patent No. 5,133,017 to Cain et al. ("Cain"). 

Specifically, claims 14, 20, and 26-29, which are the only independent claims, have been 
rejected because "it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Brune to use the noise suppression in the gaming environment as 
taught by Eatwell and Cain, so that a user can have a more enjoyable gambling experience with 
less ambient noise." However, not all the limitations of the independent claims would be met 
even if one of ordinary skill in the art would modify Brune as taught by Eatwell and Cain. 
Hence, the final Office Action fails to set forth a prima facie case of obviousness. 

Each one of claims 14, 20, and 26-29 has several important limitations that are lacking. 
Claim 14 calls for "playing game sounds coordinated with the displayed representation" of a 
"randomly selected outcome of the wagering game." Claim 20 calls for "an audio speaker for 
playing game sounds coordinated with the displayed representation" of a "randomly selected 
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outcome of the wagering game." Claim 26 calls for "an audio'speaker for playing game sounds 
coordinated with the displayed representation" of a "randomly selected outcome of the wagering 
game." Claim 27 calls for "playing game sounds coordinated with the displayed representation" 
of a "randomly selected outcome of the wagering game." Claim 28 calls for an "article of 
manufacture comprising media storing instructions to direct a processor to . . . play game sounds 
associated with the selected outcome" of a "wagering game." Claim 29 calls for an apparatus 
including a program that is operative to "play game sounds associated with the selected outcome" 
of a "wagering game." Nowhere does Brune disclose or suggest the playing of "game sounds" 
that are "coordinated with the displayed representation" of a wagering game. In fact, Brune does 
not teach anything about audio output whatsoever, much less game sounds coordinated with a 
displayed representation on the gaming machines. Brune fails to mention any terms relevant to 
the claimed invention, such as "sound," "noise," or "audio." 

Similarly, the multimedia computer disclosed by Eatwell does not include the ability to 
play and coordinate game sounds for a wagering game. While Eatwell discloses a computer 
having an audio output, the audio output is not related to game sounds that are coordinated with a 
displayed representation of a wagering game. Cain also mentions nothing about gaming 
machines or the like. Thus, a prima case of obviousness has not been established even if one of 
ordinary skill in the art were to modify Brune in view of Eatwell and Cain, as suggested by the 
Examiner, because at least one limitation is not found in the proposed combination. 

The Examiner is correct in noting that Brune teaches that a personal computer (PC) and 

laptop computer can be used for receiving inputs and displaying outputs for a wagering game that 

is networked to and controlled by a centrally located wagering computer. However, when such a 
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PC or laptop computer is used for this type of function, it is not receiving the "ambient noise of 
the gaming establishment" so that it requires any type of a casino-noise reduction system. 
Rather, the operator of Brune's PC and laptop would be conducting the wagering from a home or 
office. Thus, adding the noise reduction circuitry designed for Eatwell's laptop to Brune's PC 
and laptop still does not yield the elements of the claimed invention because Brune's PC and 
laptop would not be in a gaming establishment. 

Further, Cain cannot be combined with Eatwell. There is no suggestion, direct or 
implied, for combining Cain's sophisticated head-rest type of sound cancellation system with 
Eatwell's laptop computer. Cain is generally directed to controlling "the shape of the zone in 
which relative quiet is to be achieved," col. 2, 11. 31-31, in items such as "household furniture, 
dental chairs, automobile seats, and the like where low levels of environmental noise are 
desired," col. 2, 11. 56-58. Quite differently, Eatwell specifically teaches to quiet the region near 
the microphone (where the person's voice is to be received for voice recognition) by using a 
speaker to cancel the background noise, col. 6, line 67 to col. 7 line 3. In fact, Cain teaches that 
Eatwell's proposed noise cancellation system is undesirable (col. 1, line 64 to col. 2, line 3) and 
Cain goes on to teach the virtues of his head-rest type of sound cancellation system. As such, the 
Applicant respectfully suggests the skilled artisan would not attempt to combine Can and 
Eatwell. 

Therefore, independent claims 14, 20, and 26-29 are patentable over Brune in view of 
Eatwell and Cain for at least the reasons stated above. Similarly, claims 15-19, 21-23, and 25 are 
patentable over Brune in view of Eatwell and Cain at least for the same reasons as stated above 
regarding claims 14, 20, and 26-29. 
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Finally, the final Office Action uses Eatwell's FIG. 12 for rejecting claims 15, 19, 21, and 
24. It is unclear to the Applicant how Eatwell's FIG. 12 or the corresponding portion of the 
specification teach these limitations. Rather, Eatwell's FIGS. 16-18 seem to be indicative of the 
interaction of the microphone and speaker within Eatwell's noise cancellation system (e.g., 
column 7, lines 1-2). 



It is the Applicants' belief that all of the claims are now in condition for allowance and 
action towards that effect is respectfully requested. 

If there are any matters which may be resolved or clarified through a telephone interview, 
the Examiner is requested to contact the undersigned attorney at the number indicated. 



Conclusion 



Respectfully submitted, 



Date: October 28, 2003 




Sorinel Cimpoes 
Reg. No. 48,311 



Jenkens & Gilchrist 

225 West Washington Street, Suite 2600 
Chicago, Illinois 60606-3418 
(312) 425-8542 
Attorneys for Applicants 



Page 10 of 10 



CHICAGO 268677vl 47079-00 124USPT 



